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DETAILED ACTION 

Response to Amendment 

1. This office action is in response to the arguments filed on 6/16/2008. No claim 
amendments were made. 



Response to Arguments 

2. Applicant's arguments filed 6/16/2008 have been fully considered but they are 
not persuasive. 

3. In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., a second network device directly communicates with a first network device [Page 2 
Para 3]) are not recited in the rejected claim(s). Although the claims are interpreted in 
light of the specification, limitations from the specification are not read into the claims. 
See In re Van Geuns, 988 F.2d 1 181 , 26 USPQ2d 1057 (Fed. Cir. 1993). 

4. In response to the applicant's argument that "Park does not disclose that a 
second network device transmits to a dual-mode terminal channel assignment 
information through a first network device" (Page 2 Para 4), the examiner disagrees. 

Park is directed to a system and method for successfully handing off mobile 
devices between an asynchronous communication network and synchronous 
communication network. (Col. 4 lines 35-55) Further, it is well within the scope of one 
of ordinary skill to recognize that when Park teaches the transmission of "System 
Information of Sych BS and Traffic Channel Information" (Fig. 6B), the asynchronous 
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base station is transmitting the most updated information received from the 
synchronous base station. (Col. 9 lines 28-41) (Further proof can be seen for example 
in US-7,251,489 to Beasley et al. with effective filing date of May 2, 2001 that base 
stations communicate directly between each other in order to update the information on 
stored neighbor lists that is provided to mobile units during handoff operations. Fig. 7, 
Fig. 10, Fig. 11 and Claim 8) Therefore, the examiner views Park's teaching that the 
asynchronous base station transmits neighbor lists which include the "Synch BS and 
Traffic Channel Information" (Fig. 6B), wherein the neighbor list information originates 
from the neighboring base stations themselves, as meeting the "second network device 
transmits to a dual-mode terminal channel assignment information through a first 
network device". 

5. In response to the applicant's arguments regarding Legg and Reynolds, the 
arguments are moot in view of the examiner's explanation above regarding Park. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 
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1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

8. Claims 1-23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Park et al. (US-6,975,608 hereinafter, Park) in view of Legg et al. (US-6,41 4,947 

hereinafter, Legg) and Reynolds et al. (US-6,859,654 hereinafter, Reynolds). 

Regarding claim 1, Park teaches a mobile communication system for performing 
handover between heterogeneous mobile communication networks, comprising: 

a dual-mode terminal (Fig. 1C [300]) having a first module for measuring the 
strength of a signal received in a first network (Fig. 9 [S204] & Col. 8 line 64 through 
Col. 9 line 11), and a second module for measuring information of a signal transmitted 
from a second network (Fig. 9 [S208] & Col. 9 line 12-23) if it is determined that the 
terminal has moved from the first network to the second network, the terminal 
generating a first message including the measured signal information; (Fig. 9 [S203]) 

a first network device located in the first network, for communicating with the first 
module, receiving the first message from the terminal, and transmitting a handoff 
request message to the second network device; (Fig. 5, Fig. 6A, 6B [Handoff Required] 
& Col. 6 lines 36-54) and 

a second network device located in the second network, for communicating with 
the second module, receiving the handoff request message from the first network 
device to assign a channel and transmitting channel assignment information to the first 
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network device, (Fig. 5 [S101], Fig. 6A, 6B [Handoff Required Ack & Extended/General 
Handoff Direction Message], Col. 6 lines 36-54 and Col. 9 lines 28-41) 

wherein the first network device generates a second message including the 
channel assignment information and transmits the second message to the dual-mode 
terminal communicates with the second network using the assigned channel. (Fig. 6A, 
6B [Extended/General Handoff Direction Message]) 

Park differs from the claimed invention by not explicitly reciting the handoff 
request message includes measured signal information. 

In an analogous art, Legg teaches a mobile device assisted handoff that includes 
a mobile device (Fig. 4 [401]) that transmits a measured signal message (Col. 2 lines 
46-49 and Col. 6 lines 49-51 i.e. the mobile station transmits to a base station the pilot 
signals strengths) to a first network device (Fig. 4 [403]), which is then transmitted to a 
second network device. (Fig. 4 [405] and Col. 6 lines 24-33) At the time the invention 
was made, it would have been obvious to one of ordinary skill in the art to implement 
the communication system of Park after modifying it to incorporate the transmission of 
measured signal messages between network devices to facilitate handoffs of Legg. 
One of ordinary skill in the art would have been motivated to do this since it enables the 
second network device to prepare for a handoff. 

Park in view of Legg differs from the claimed invention by not explicitly reciting 
the messages are formatted as Short Message Service (SMS) messages. 

In an analogous art, Reynolds teaches a method and system for transmitting 
measurement reports in a mobile communications system that includes sending the 
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measurement reports and handoff decisions encapsulated in a SMS message format. 
(Col. 3 line 62 through Col. 4 line 7, Col. 4 line 35 through Col. 5 line 33) At the time the 
invention was made, it would have been obvious to one of ordinary skill in the art to 
implement the handoffs of Park in view of Legg after modifying it to incorporate the SMS 
messaging reports of Reynolds. One of ordinary skill in the art would have been 
motivated to do this since using the SMS messaging format would not require redefining 
conventional RRC messages (Park Col. 6 lines 9-17) and allows the use of existing 
radio interface equipment to be used to relay handoff information between networks. 
(Reynolds Col. 5 lines 3-33) 

Regarding claim 2, Park in view of Legg and Reynolds teaches the first module is 
an asynchronous module for performing communication with asynchronous 
communication technology and the second module is a synchronous module for 
performing communication with synchronous communication technology. (Park Fig. 1C 
[310 & 320] & Col. 2 lines 58-67) 

Regarding claim 3, Park in view of Legg and Reynolds teaches the first module is 
a WCDMA module (Park Col. 1 line 46 through Col. 2 line 5) for UMTS communication, 
the second module is a CDMA 1x module for CDMA 1x communication (Park Col. 1 
lines 46-52), the first mobile communication network is a UMTS network, the second 
mobile communication network is a CDMA 1x network, the first mobile communication 
network device is a UMTS network device, and the second mobile communication 
network device is a CDMA 1x network device. (Park Fig. 1C, Col. 2 line 58-67, Fig. 6A 
and Fig. 6B) 
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Regarding claim 4, Park in view of Legg and Reynolds teaches the WCDMA 
module communicates using a channel assigned by the UMTS network (Park Fig. 9 
[S202]), measures the strength of a signal received from the UMTS network (Park Fig. 
6A [Measurement Report] & Fig. 9 [S203 & S204]), and has an SMS module for 
converting corresponding information into an SMS message (Reynolds Col. 3 line 62 
through Col. 4 line 7, Col. 4 line 35 through Col. 5 line 33), wherein the CDMA 1x 
module communicates using a channel assigned by the CDMA 1x network and 
measures the strength of a signal received from the CDMA 1x network. (Park Col. 8 
lines 17-21 & Fig. 9 [S208]) 

Regarding claim 5, Park in view of Legg and Reynolds teaches the dual-mode 
terminal further comprises a mode selector for controlling the WCDMA module and the 
CDMA 1x module, and comparing the signal strength measured by the WCDMA module 
with a preset threshold to determine whether the dual-mode terminal has moved from 
the UMTS network to the CDMA 1x network. (Park Fig. 5 [S102] & Col. 5 line 60 
through Col. 6 line 54) 

Regarding claim 6, Park in view of Legg and Reynolds teaches if it is determined 
that the dual-mode terminal has moved from the UMTS network to the CDMA 1x 
network, the mode selector controls the CDMA 1x module so that the CDMA 1x module 
measures the strength of a signal transmitted from the CDMA 1x network (Park Col. 8 
line 64 through Col. 9 line 23), and controls the UMTS module so that the UMTS 
module transmits measurement information measured by the CDMA 1x module to the 
UMTS network, wherein the WCDMA module converts the measurement information 
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measured by the CDMA 1x module into an SMS message using the SMS module, and 
then transmits the SMS message to the UMTS network. (Park Fig. 9, Col. 8 line 60 
through Col. 9 line 41 and Reynolds Col. 3 line 62 through Col. 4 line 7, Col. 4 line 35 
through Col. 5 line 33) 

Regarding claim 7, Park in view of Legg and Reynolds teaches the WCDMA 
module further converts a channel assignment request signal for performing 
communication with the CDMA 1x module into an SMS message using the SMS module 
and then transmits the SMS message to the UMTS network, under the control of the 
mode selector. (Reynolds Col. 5 line 31 through Col. 6 line 39 and Park Fig. 6B 
[Extended/General Handoff Direction Message]) 

Regarding claim 8, Park in view of Legg and Reynolds teaches the UMTS 
network device comprises: 

a UTRAN (Park Col. 2 lines 61-67) for setting up a wireless channel to the dual- 
mode terminal (Park Fig. 1C [300]), communicating with the dual-mode terminal over 
the wireless channel (Park Fig. 6A [1]), and receives the first SMS message transmitted 
from the dual-mode terminal; (Reynolds Col. 3 line 62 through Col. 4 line 7, Col. 4 line 
35 through Col. 5 line 33) 

a core network (Park Fig. 1C [330] and Reynolds Fig. 3 [104 & 106]) including an 
SMS module for restoring the first SMS message that the UTRAN received, and 
converting information into an SMS message; (Reynolds Col. 3 lines 62 through Col. 6 
line 39 and Park Col. 6 lines 46-54) and 



Application/Control Number: 10/812,288 Page 9 

Art Unit: 2617 

a CDMA 1x gateway capable of interfacing with the CDMA 1x network, for 
transmitting restored data containing one of the measurement information and the 
channel assignment information to the CDMA 1x network and transmitting the channel 
assignments information to the core network, (Park Fig. 6B [MSC & Extended/General 
Handoff Direction Message]) 

wherein the core network converts the channel assignment information into an 
SMS message using the SMS module and transmits the SMS message to the dual- 
mode terminal via the UTRAN. (Park Fig. 6B [Extended/General Handoff Direction 
Message] & Reynolds Col. 3 line 62 through Col. 4 line 7, Col. 4 line 35 through Col. 5 
line 33) 

Regarding claim 9, Park in view of Legg and Reynolds teaches the WCDMA 
module restores the SMS message transmitted from the UMTS network device using 
the SMS module and controls the CDMA 1x module so that the CDMA 1x module can 
detect the channel assignment information from the SMS message and communicate 
over an assigned channel. (Park Fig. 6B [Extended/General Handoff Direction 
Message (Including System Information of Synch BS and Traffic Channel Information)]) 

Regarding claim 10, Park in view of Legg and Reynolds teaches the CDMA 1x 
network device comprises: 

a plurality of base transceiver subsystems (BTSs) for setting up a wireless 
channel to the dual-mode terminal and communicating with the dual-mode terminal over 
the wireless channel; (Park Fig. 1C [320]) 

a base station controller (BSC) for controlling the BTSs; (Reynolds Fig. 1 [4]) 
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a mobile switching center (MSC) connectable to a public switched telephone 
network (PSTN) interface (Reynolds Fig. 1 [2] and Col. 2 lines 63 through Col. 3 line 11) 
and the UMTS network and the CDMA 1x network, for assigning a channel to the dual- 
mode terminal and transmitting channel assignment information to the UMTS network; 
(Park Fig. 6B [MSC & Extended/General Handoff Direction Message (Including System 
Information of Synch BS and Traffic Channel Information)] and Legg Fig. 4 [419]) and 

a UMTS gateway for sending a channel assignment request to the MSC by 
detecting one of the measurement information and the channel assignment request 
signal transmitted from the UMTS network, and transmitting the channel assignment 
information received from the MSC to the UMTS network. (Park Fig. 6A & 6B) 

Regarding claim 11, the limitations of claim 11 are rejected as being the same 
reasons set forth above in claim 8. 

Regarding claim 12, the limitations of claim 12 are rejected as being the same 
reasons set forth above in claim 5. 

Regarding claim 13, the limitations of claim 13 are rejected as being the same 
reasons set forth above in claim 1 . 

Regarding claims 14-15, the limitations of claims 14-15 are rejected as being the 
same reasons set forth above in claim 3. 

Regarding claim 16, the limitations of claim 16 are rejected as being the same 
reasons set forth above in claim 1 1 . 

Regarding claim 17, the limitations of claim 17 are rejected as being the same 
reasons set forth above in claims 1 , 2, 3 & 8. 
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Regarding claim 18, Park in view of Legg and Reynolds teaches a pilot 
transmitter located in the second mobile communication network device, for transmitting 
a dummy pilot to the first communication network, 

wherein the dual-mode terminal measures the strength of the dummy pilot 
transmitted from the pilot transmitter and transmits measurement information to the first 
mobile communication network device. (Park Col. 3 line 63 through Col. 4 line 3, Legg 
Fig. 4 and Col. 6 lines 15-62 specifically lines 24-33 and 49-55) 

Regarding claim 19, the limitations of claim 19 are rejected as being the same 
reasons set forth above in claim 13. 

Regarding claim 20, the limitations of claim 20 are rejected as being the same 
reasons set forth above in claim 18. 

Regarding claims 21-23, the limitations of claims 21-23 are rejected as being the 
same reasons set forth above in claims 1-6. 

Conclusion 

9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MATTHEW SAMS whose telephone number is 
(571)272-8099. The examiner can normally be reached on M-F 8-6. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, George Eng can be reached on (571) 272-7495. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/George Eng/ 

Supervisory Patent Examiner, Art Unit 2617 
MCS 

8/29/2008 



